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DETAILED ACTION 

Status of the Claims 

1. Claims 1-15 and 17-31 were previously pending in this application. Claims 1 and 
17 were amended in the reply filed March 21, 2008. Claims 1-15 and 17-31 are 
currently pending in this application. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on March 
21 , 2008 has been entered. 

Response to Arguments 

3. Applicant's arguments with respect to the rejections made under § 1 03(a) have 
been fully considered but they are not persuasive. Examiner respectfully disagrees with 
applicant's assertion that the Wiser reference is deficient to teach certain aspects of the 
claimed invention. In the remarks, applicant has only provided a brief description of the 
disclosure of Wiser and a conclusory statement that "Wiser fails to teach or suggest 
'providing the service to the Consumer responsive to a request of the Consumer upon 
evaluation of said second set of validation data' as claimed in Claims 1 and 17." 
Remarks, page 7. As set forth below, Wiser teaches providing a digital media download 
service for a consumer that evaluates a private key of a user's media player (column 18, 
lines 58-60; column 19, lines 13-22). Accordingly, the rejections are maintained 
because Wiser teaches the disputed limitation and the arguments do not provide 
sufficient basis to withdraw the prima facie determination of obviousness. 

4. Applicant's arguments with respect to the Yamanaka reference are also 
unpersuasive. Applicant argues that "Yamanaka does not teach or suggest an 
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evaluation of a consumer to use a service upon an evaluation of data from the 
consumer for compliance, prior to a request of the consumer." Remarks, page 8. 
However, this feature is not recited in the rejected claims. The claims only require that 
the service provision itself is responsive to a request of the Consumer (taught by Wiser 
as set forth below). Nowhere do the claims recite a temporal relationship between a 
request of the Consumer and the evaluation for compliance — the Consumer request 
only appears as a limitation to further describe the "providing the service" step. Further, 
the arguments continue to be premised upon a rigid distinction between goods and 
services that has no basis in the art and is refuted by applicant's own Specification (see 
e.g., page 14, lines 12-13, describing the ordering of goods such as hardware or parts 
as a "service"). While the cited prior art references deal largely with the sale of goods 
(digital content), examiner maintains that the provision of these goods is itself a service. 

5. Applicant's arguments with respect to claims 5 and 21 in view of the Stoflo 
reference are also unpersuasive. Applicant argues that the deletion of injected errors 
as described in Stoflo is not sufficient to teach "said second validation data include an 
indication of said injected errors." Remarks, page 10. Examiner respectfully disagrees 
and notes that the broadly claimed "indication" reads upon the "find and delete" process 
described in Stoflo 0061-65). Using the example found in Stoflo, in a case where 
the first data is "1% MAIN STREET", the second data "1 MAIN STREET" indicates that 
the % symbol is an injected error. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 1-14 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

8. Claims 1-14 are directed to a series of steps. In order for a series of steps to be 
considered a proper process under § 101, a claimed process should either: (1) be tied 



Application/Control Number: 10/685,612 
Art Unit: 3628 



Page 4 



to another statutory class (such as a particular apparatus) or (2) transform underlying 
subject matter (such as an article or materials). Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 
63, 70 (1972). Thus, to qualify as patent eligible, these processes must positively recite 
the other statutory class to which it is tied (e.g., by identifying the apparatus that 
accomplishes the method steps), or positively recite the subject matter that is being 
transformed (e.g., by identifying the product or material that is changed to a different 
state). Claims 1-14 concretely identify neither the apparatus performing the recited 
steps nor any transformation of underlying materials, and accordingly are directed to 
non-statutory subject matter. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 0. Claims 1 -3, 6-7, 10,13-14,1 7-1 9, 22-23, 26, and 29-30 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Wiser, U.S. Pat. No. 6,868,403 (Reference A 
of the PTO-892 part of paper no. 20070320) in view of Yamanaka, et al., U.S. Pat. No. 
7,072,861 (Reference A of the PTO-892 part of paper no. 20071210). 

11. As per claims 1 and 1 7, Wiser teaches [an article of manufacture containing 
program code (see Abstract) for] providing to a Consumer a service invocation 
specification by a service Provider (column 18, lines 45-50); providing to the Consumer 
first validation data related to a service of the service Provider (column 18, lines 54-57); 
receiving from the Consumer the set of second validation data responsive to said first 
validation data and complying with said service invocation specification (column 18, 
lines 58-63); and providing the service to the Consumer responsive to a request of the 
Consumer upon the evaluation of said set of second validation data for compliance with 
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said service invocation specification (column 19, lines 31-36), wherein said set of 
second validation data is determined to be compliant (column 19, lines 18-21). 

Wiser does not explicitly teach processing the first validation data by the 
Consumer in accordance with the services invocation specification to generate a 
second set of validation data; and processing the set of second validation data by the 
service Provider to evaluate a capability of the Consumer to use the service of the 
service Provider. Yamanaka teaches processing the first validation data by the 
Consumer in accordance with the services invocation specification to generate a 
second set of validation data (column 15, lines 9-11); and processing the set of second 
validation data by the service Provider to evaluate a capability of the Consumer to use 
the service of the service Provider (column 15, lines 15-18). It would have been prima 
facie obvious to one having ordinary skill in the art at the time of invention to incorporate 
the above teachings of Yamanaka into the method and article of manufacture taught by 
Wiser to determine if a consumer has enough media storing capacity to store desired 
digital content prior to its transmission (as taught by Yamanaka; column 1 5, lines 8-1 1 ). 
Moreover, this is merely a simple combination of old elements, and one skilled in the art 
would have recognized that the results of the combination could be implemented though 
routine engineering producing predictable results. 

12. As per claims 2 and 18, Wiser in view of Yamanaka teaches the method and 
article of manufacture of claims 1 and 17 as described above. Wiser further teaches 
said second validation data include data elements that are not included within said first 
validation data and are generated by said Consumer in response to said first validation 
data (column 18, lines 58-63). 

1 3. As per claims 3 and 1 9, Wiser in view of Yamanaka teaches the method and 
article of manufacture of claims 1 and 17 as described above. Wiser further teaches 
analyzing compliance by said second validation data with said service invocation 
specification (column 18, lines 64-66). 

14. As per claims 6 and 22, Wiser in view of Yamanaka teaches the method and 
article of manufacture of claims 1 and 17 as described above. Wiser further teaches at 
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least some of said first validation data are generated by a source other than said 
Provider (column 15, lines 19-20). 

1 5. As per claims 7 and 23, Wiser in view of Yamanaka teaches the method and 
article of manufacture of claims 1 and 17 as described above. Wiser further teaches 
said Provider performs validation without charge (column 3, line 61; column 14, line 47 - 
column 15, line 8). 

16. As per claims 1 0 and 26, Wiser in view of Yamanaka teaches the method and 
article of manufacture of claims 1 and 17 as described above. Wiser further teaches 
said Provider validates all second validation data submitted by a Consumer and thereby 
provides service to all Consumers that submit second validation data (column 3, lines 
20-22; column 18, lines 64-66). 

1 7. As per claims 1 3 and 29, Wiser in view of Yamanaka teaches the method and 
article of manufacture of claims 1 and 17 as described above. Wiser further teaches the 
Provider notifies the Consumer that the step of providing the service is contingent on at 
least one of: amount of time elapsed since receipt of second validation data remaining 
below a threshold; reconfirmation after a scheduled time; and the service will only be 
provided along with other services (column 22, lines 4-17). 

18. As per claims 1 4 and 30, Wiser in view of Yamanaka teaches the method and 
article of manufacture of claims 1 and 17 as described above. Wiser further teaches 
Receiving a Consumer request for first validation data Responsive to said request 
(column 18, line 49), transmitting said first validation data to said service Consumer 
(column 18, lines 52-53). 

1 9. Claims 4, 1 5, 20, and 31 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Wiser, et al. in view of Yamanaka, et al. as applied to claims 1 and 
17 above, in further view of Official Notice. 

20. As per claims 4 and 20, Wiser in view of Yamanaka teaches the method and 
article of manufacture of claims 1 and 17 as described above. Wiser in view of 
Yamanaka does not explicitly teach said step of analyzing compliance is performed by a 
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third party that transmits the results thereof to the Provider. Official Notice was 
previously taken, not challenged, and considered admitted prior art that it is old and 
well-known in the art to have compliance analyzed by a third party that transmits results; 
and it would have been prima facie obvious to one having ordinary skill in the art at the 
time of invention to incorporate the above finding of Official Notice into the teachings of 
Wiser in view of Yamanaka, for example, to achieve a more reliable and impartial 
verification result. 

21 . As per claims 1 5 and 31 , Wiser in view of Yamanaka teaches the method and 
article of manufacture of claims 1 and 17 as described above. Wiser in view of 
Yamanaka further teaches said service invocation specification comprises specifications 
for a delivered service (column 18, lines 47-49). Wiser does not explicitly teach which 
delivered service is supplied in part by at least one third-party Provider that supplies at 
least one service to said Provider that is included in the delivered service supplied to 
said Consumer. Official Notice was previously taken, not challenged, and considered 
admitted prior art that it is old and well-known in the art that a delivered service is 
supplied in part by at least one third-party provider that supplies at least one service to 
said provider that is included in the delivered service supplied to said consumer; and it 
would have been prima facie obvious to one having ordinary skill in the art at the time of 
invention to incorporate the above finding of Official Notice into the teachings of Wiser in 
view of Yamanaka, for example, so that a third party can provide certain services that 
the provider does not wish to provide itself directly, thereby achieving greater efficiency. 

22. Claims 5 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wiser, et al. in view of Yamanaka, et al. as applied to claims 1 and 17 above, in further 
view of Stolfo, et al., U.S. Pat. Pub. No. 2001/0044785 (Reference B of the PTO-892 
part of paper no. 20070320). 

23. As per claims 5 and 21 , Wiser in view of Yamanaka teaches the method and 
article of manufacture of claims 1 and 17 as described above. Wiser in view of 
Yamanaka does not teach said first validation data include at least one error injected 
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therein; and said second validation data include an indication of said injected errors. 
Stolfo teaches said first validation data include at least one error injected therein 
0061); and said second validation data include an indication of said injected errors flj 
0065). It would have been prima facie obvious to one having ordinary skill in the art at 
the time of invention to incorporate said first validation data include at least one error 
injected therein; and said second validation data include an indication of said injected 
errors into the teachings of Wiser in view of Yamanaka for use in data encryption (as 
taught by Stolfo, U 0061). 

24. Claims 8-9, 12, 24-25, and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wiser, et al. in view of Yamanaka, et al. as applied to claims 1 and 
17 above, in further view of Tadano, et al., U.S. Pat. No. 2002/0165807 (Reference C of 
the PTO-892 part of paper no. 20070320). 

25. As per claims 8 and 24, Wiser in view of Yamanaka teaches the method and 
article of manufacture of claims 1 and 17 as described above. Wiser in view of 
Yamanaka does not teach said Provider charges said Consumer for services at a rate 
that depends on the result of said validation. Tadano teaches Provider charges said 
Consumer for services at a rate that depends on the result of said validation flffl 0093- 
94). It would have been prima facie obvious to one having ordinary skill in the art at the 
time of invention to incorporate said Provider charges said Consumer for services at a 
rate that depends on the result of said validation into the teachings of Wiser in view of 
Yamanaka in order to implement a result-dependent billing scheme (as taught by 
Tadano, U 0093). 

26. As per claims 9 and 25, Wiser in view of Yamanaka and Tadano teaches the 
method and article of manufacture of claims 8 and 24 as described above. Tadano 
further teaches said Provider charges at a first rate for services for which the Consumer 
has qualified and at a second rate for services for which the Consumer has not qualified 
(U 0097). It would have been prima facie obvious to one having ordinary skill in the art 
at the time of invention to incorporate said Provider charges at a first rate for services 
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for which the Consumer has qualified and at a second rate for services for which the 
Consumer has not qualified into the teachings of Wiser in view of Yamanaka and 
Tadano in order to provide discounts for approved users (as taught by Tadano, If 0097). 

27. As per claims 1 2 and 28, Wiser in view of Yamanaka and Tadano teaches the 
method and article of manufacture of claims 8 and 24 as described above. Tadano 
further teaches said Provider charges said Consumer for services at a rate that reflects 
an additional cost to said Provider for supplying services to a Consumer that has not 
met the provisions of said service invocation specification flj 0015). It would have been 
prima facie obvious to one having ordinary skill in the art at the time of invention to 
incorporate said Provider charges said Consumer for services at a rate that reflects an 
additional cost to said Provider for supplying services to a Consumer that has not met 
the provisions of said service invocation specification into the teachings of Wiser in view 
of Yamanaka and Tadano in order to provide a discounted rate to previously registered 
customers (as taught by Tadano, U 0015). 

28. Claims 1 1 and 27 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Wiser, et al. in view of Yamanaka, et al. as applied to claims 1 and 17 above, in 
further view of Jansen, et al., U.S. Pat. No. 6,243,450 (Reference D of the PTO-892 part 
of paper no. 20070320). 

29. As per claims 1 1 and 27, Wiser in view of Yamanaka teaches the method and 
article of manufacture of claims 1 and 17 as described above. Wiser in view of 
Yamanaka does not teach said Provider performs validation without charge below a 
service threshold and thereafter charges said Consumer for additional validation 
services. Jansen teaches said Provider performs validation without charge below a 
service threshold and thereafter charges said Consumer for additional validation 
services (column 12, lines 38-40). It would have been prima facie obvious to one 
having ordinary skill in the art at the time of invention to incorporate said Provider 
performs validation without charge below a service threshold and thereafter charges 
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said Consumer for additional validation services into the teachings of Wiser in view of 
Yamanaka to allow a grace amount threshold (as taught by Jansen, column 12, line 38). 

Conclusion 

30. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL P. VETTER whose telephone number is 
(571)270-1366. The examiner can normally be reached on Monday through Thursday 
from 8am to 6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/JOHN W HAYES/ 

Supervisory Patent Examiner, Art Unit 3628 



